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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF CALIFORNIA 



GEN-PROBE INCORPORATED. 



Plaintiff, 



CASE NO. 99.CV- 2668 H (AJB) 

Order Denying Motion for Entry of 
Final Jodgment under Ruk- S4(b) 



On June 19. 2001. the Court granted plaintiff Gen-Probe's motion for partial summary 
judgment that its nucleic acid test for human imraunodcncicncy vinis C'HIV) and hepatitis C vinis 
("HCV") docs not literally infringe Ihc claitns of defendant Vysis' U.S. Ptitent No. 5,750,338 ("ihc 
'338 patent"). l"hc Court conslnied the term "amplifying" as found in the '338 patent as encompassing 
only non-specific amplification methods. 

On June 29, 2001 , Vysis filed a Motion for Entry of Final Judgment under Rule 54(b) of the 
Federal Rules of Civil Proecdurc. TTie parties agreed to an expedited briefing schedule on the motion. 
Gen-Probe filed an Opposition on July 1 0. 2001 and Vysis filed a Reply on July 13, 2001 . Tlie motion 
is submitted on the papers without oral argument pursuant to Local Rule 7.1(d)(l ). 

Vysis seeks entry of final judgment against it on Counts I and m of Gcn-Probc's Second 
Amended Complaint pursuant to Rule 54(b) and a stay of all remaining proceedings so thai it may 
pursue an imrnediaie appeal to the Federal Circuit. Count I of the Second Amended Coraplainl alleges 
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that Gen-Probe's HIV and HCV test kits do not infringe the claims of the '338 patent. G)unt III asks 
for a declaration of Gen-Probe's rights and obligations under its license with Vysis. 

Gen-Probc asserts that the Court's grant of panial summary judgment does not completely 
resolve Count I because the Court did not address infringement under the doctrine ofequivalents. In 
its Reply, Vysis stipulates that if the Court enters final judgment under Rule 54(b), it wii) not assert 
that Gcn-Prohe's HiV/liCV test infringe under the doctrine ofequivalents unless the Court's claim 
construction is reversed or modified. Vysis also states that should the Federal Circuit affinu the 
Court's claim construction, it Mwill not later assert that Gcn-Probc's HIV/HCV teat kits infringe the 
claims of the '338 patent under the doctrine ofequivalents. Nonetheless, tlic Court declines lo direct 
eiilry of final judgment as to Count I of the Second Amended Complaint.' 

Rule 54(b) of the Federal Rules of Civil Procedure gives courts the discretion to direct the 
entry of a final judgment as to one or more of the claims in a case upon the express determination that 
there is no just reason for delay. A district court may grant Rule 54(b) certification if it will aid 
"cjjpcdilious dtxision" of the case. Ifi&aso Jnc^. .PjoaoUH. 939 F.2d 794, 798 (9ih Cir. 1991) 
(quoting ^hrpJian V Atlnn!ft tnt'l ln.v Cx>.. 812 F2d 465. 468 (9th Cir. 1987)).^ However, Rule 54(b) 
certification is inappropriate when it allows "piecemeal appeals in cases which should be reviewed 
only as single units." Id. (citations omillcd). Partial judgments under Rule 54(b) arc reserved for casej! 
where "the costs and risks of multiplying the number of proceedings and of overcrowding the appellate 
docket" are outweighed by the pressing need for an early and separate judgment. Mnrrifj^^n-Kntidscn 
rn V Archer, 655 F.2d 962. 965 (9th Cir. 1981). Partial judgment under Rule 54(b) is proper where 
there arc distinct claims and imtncdiate review of the portions ruled upon will nor result in later 
duplicative proceedings in the trial or appellate court. White Mminiain Apnrhg Trihg v HoHel, 784 



' The Couit also declinca to direci cnuy of Hnal judgment as to Count U) of the Second Amonded CompUim. 
In CoQBt HI, Geo-Probe seeks a declaration of its I'lgha and obligitiom under the '338 patent in light of its iion- 
inihntetnenl «nd iavalidiiy <htll«oges. BeuuM die Court hac not addressed the invalidity challengn tu the '3.^8 patent, 
Count HI ii not eligible fur Rule SA(h) ccTtificition. 

' The Federal Circuit appliei tin law of the regional circuit when ovaluating a procedural isiac, like Rule 54(b) 
eertiiicaiion,. ihii is not relaietl lo patent law. CAP. .^CTfenplmft fnt v tinnrifhflgldcrrrtiAH A f:ii , 224 l'.3d 1308. 
13U-IS (Fed. Cji. 2000). 
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F.2d 921, 923-24 (9lh Gr. 1986); M^m^nn-lCmidseri . 655 P.2d at 965. "A similarity of legal or faaual 
issues will weigh heavily against entry of judgment [under Rule 54(b)]." Momaoaiuudam. 655 F,2(l 
at965. 

The Court's grant of partial summary judgment docs not determine whelha the '338 patent 
is valid. Counts Two, Three, Four, Five, and Six of Gen-Probe's Second Amended Complaitu each 
assert that the *338 patent is invalid. Gen-Probe continues to prosecute those causes of actioiv Vysis 
argues thai these Counts are separable from Count One and that failure to obtain a prompt 
determination of the scope of the claims may rcsuh in an unnecessary delay in dciermining Gen- 
Probe's obligation to pay royalties under the '338 patent license agreement with Vysis. Vysis asks 
for a 8uy of the proceedings on Gen-Probe's remaining counts until after appeal to *e l-cderal Circuit. 

In this case, an interlocutory appeal is not the quickest path to a fmal and complete rcsoluiion 
of the case. A pre-trial conference has been set in this case for January 14, 2002. At trial, all of U^e 
issues in the case can be disposed of and a full factual record can be developed. Entry of final 
judgment of Count One. when the invalidity issues remain pending, would result in an incrTicient use 
of judicial rcsourxxs and unnecessary delay in the ultininie resolution of this case. 

Conscqucrtiy. the Court DENIES Vysis Motion for Entry of final Judgment Under Rule 54(b). 
IT IS SO ORDERED. 
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